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DETAILED ACTION 

Continued Examination Under 37 CFR LI 14 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 12/12/2006 has been entered. 

Claim Objections 

2. Claim 33 is objected to because of the following informality: The word "that" should be 
deleted from line 3. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

4. Claim 34 is rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with the 
written description requirement. The claim contains subject matter that was not described in the 
specification in such a way as to reasonably convey to one skilled in the relevant art that the 
inventor, at the time the application was filed, had possession of the claimed invention. The 
specification does not mention said constituents in said respective amounts. 
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5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

6. Claims 33 and 34 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Regarding claims 33 and 34, the use of "predetermined" has been held to be indefinite in 
a claim where it simply means determined beforehand, Joseph E. Seagram & Sons, Inc. V. 
Marzall Comr. Pats., 84 USPQ 180 (Court of Appeals, District of Columbia). 

Regarding claim 34, the claim mentions ratios, but lists amounts. It is not clear if the 
applicant is claiming ratios or amounts (parts per hundred). 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 33 and 34 are rejected under 35 U.S.C. 103(a) as being unpatentable over USPN 
3,608,006 to Hosoda et al. (hereinafter referred to as Hosoda) in view of USPN 4,446,254 to 
Nakae et al. (hereinafter referred to as Nakae) in view of Applicant's Disclosure. 
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Regarding claims 33 and 34, Hosoda discloses a shoe lining for footwear structure 
comprising a foaming cushion layer made of a composition of a predetermined amount of LDPE 
(polyethylene made by high pressure) and a predetermined amount of azodicarbonamide as a 
blowing (foaming) agent, and a fabric layer integrally adhered to at least one side of the cushion 
layer (see entire document including column 1, lines 4-16, column 2, lines 18-27, column 2, lines 
50-58, and column 3, lines 21-30). Hosoda discloses that a further sheet of cover layer made of 
fabric may be integrally adhered to the other side of the cushion layer (column 3, lines 62-66 and 
column 4, lines 62-64). Hosoda discloses that that the lining layer and the cover layer are 
integrally adhered to the outer and inner sides of the foaming cushion layer (column 3, lines 67- 
69). 

Hosoda discloses that the cushion layer may be made by milling the polyethylene with a 
cross-linking agent and a foaming agent, molding the composition into a sheet, and heating the 
composite at a temperature to form a cross^linked foam cushion (column 1, lines 43-53). 
Compare to the method disclosed on page 8, lines 6-14 of the current specification. Hosoda does 
not specifically mention the cushion layer being waterproof and breathable, but considering that 
the cushion layer is made of identical materials by a substantially identical process, it appears 
that the cushion layer is inherently waterproof and breathable. 

Absent a showing to the contrary, it is the examiner's position that the article of the 
applied prior art is identical to or only slightly different than the claimed article. Even though 
product-by-process claims are limited by and defined by the process, determination of 
patentability is based on the product itself. The patentability of a product does not depend on its 
method of production. If the product in the product-by-process claim is the same as or obvious 
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from a product of the prior art, the claim is unpatentable even though the prior product was made 
by a different process. In re Thorpe, 227 USPQ 964, 966 (Fed. Cir. 1985). The burden has been 
shifted to the applicant to show obvious difference between the claimed product and the prior art 
product. In re Marosi, 218 USPQ 289 (Fed. Cir. 1983). The applied prior art either anticipated 
or strongly suggested the claimed subject matter. It is noted that if the applicant intends to rely 
on Examples in the specification or in a submitted declaration to show non-obviousness, the 
applicant should clearly state how the Examples of the present invention are commensurate in 
scope with the claims and how the Comparative Examples are commensurate in scope with the 
applied prior art. 

Hosoda discloses that additives including ZnO and a stearic acid salts may be added to 
the cushion layer (column 3, lines 51-61), but Hosoda does not appear to specifically mention the 
addition of ZnSt (zinc stearate) or a pigment. Nakae discloses that it is known in the crosslinked 
polyolefin foam art to add a pigment processing agent when a certain color is desired (see entire 
document including column 8, lines 44-50). Nakae also discloses that it is known in the 
crosslinked polyolefin foam art to add zinc stearate, a stearic acid salt, as a lubricant and/or 
expansion agent (column 11, lines 48-62 and column 24, lines 60-68). It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to add a 
pigment and zinc stearate to the cushion layer, as taught by Nakae, because the additives would 
allow the cushion to have a desired color and because the additives would function as a lubricant 
and/or an expansion agent. 
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Hosoda discloses that the liner may be used for shoe materials (column 2, lines 18-27), 
but Hosoda does not appear to specifically mention seaming together stitched edges of the liner 
by thermoplastical sealing. The applicant discloses that it is known in the art (shoe/boot liners) 
to seam together stitching edges by thermoplastic sealing (page 8, lines 19-21). Therefore, it 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made to form the liner in the shape of a boot by seaming together stitching edges by 
thermoplastic sealing, motivated by a desire to form boot liner with sealed edges. 

Regarding claim 34, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to vary the amounts of the constituents, such as claimed, 
because it is understood by one of ordinary skill in the art that the amounts determine properties 
such as foaming expansion (size and strength), color, and touch and because it has been held that 
discovering an optimum value of a result effective variable involves only routine skill in the art. 
9. Claims 33 and 34 are rejected under 35 U.S.C. 103(a) as being unpatentable over USPN 
4,435,346 to Ito et al. (hereinafter referred to as Ito) in view of USPN 3,608,006 to Hosoda in 
view of USPN 4,446,254 to Nakae in view of Applicant's Disclosure. 

Regarding claims 33 and 34, Ito discloses a foaming cushion layer made of a 
composition of a predetermined amount of LDPE and a predetermined amount of 
azodicarbonamide as a blowing (foaming) agent (see entire document including column 3, lines 
16-35, column 7, lines 50-61, and column 8, lines 10-21). 
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Ito discloses that the cushion layer may be made by blending the constituents, shaping, 
heating to a cross-linking temperature, and mechanically deforming the foamed product to 
rupture the cell membranes to transform closed cells to open cells (column 3, lines 16-35). 
Compare to the method disclosed on page 8, lines 6-14 of the current specification. Ito does not 
specifically mention the cushion layer being waterproof and breathable, but considering that the 
cushion layer is made of identical materials by a substantially identical process, it appears that 
the cushion layer is inherently waterproof and breathable. 

Ito does not appear to mention integrally adhering a fabric layer to each side of the 
cushion layer to form a shoe lining for footwear, but Hosoda discloses that it is known in the 
foamed polyethylene art to integrally adhere a fabric lining layer to both sides of a cushion layer 
so that the cushion layer possesses a fabric feel and appearance and because it can be used for a 
broad array of consumer goods including a shoe lining for footwear (see entire document 
including column 1, lines 4-16, column 2, lines 18-27, column 3, lines 62-69, and column 4, 
lines 62-64). It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to integrally adhere a fabric lining layer to both sides of the cushion layer 
and use the article as a shoe lining for footwear, as taught by Hosoda, because the cushion layer 
would possess fabric feel and appearance and would provide a shoe with cushioning. 

Ito discloses that additives including ZnO, pigment, and/or a stearic acid may be added to 
the cushion layer (column 8, lines 35-57), but Ito does not appear to specifically mention the 
addition of ZnSt (zinc stearate). Nakae discloses that it is known in the crosslinked polyolefin 
foam art to add zinc stearate, a stearic acid, as a lubricant and/or expansion agent (see entire 
document including column 11, lines 48-62 and column 24, lines 60-68). It would have been 
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obvious to one having ordinary skill in the art at the time the invention was made to add zinc 
stearate to the cushion layer, as taught by Nakae, because the additive would function as a 
lubricant and/or an expansion agent. 

Hosoda discloses that the liner may be used for shoe materials (column 2, lines 18-27), 
but Hosoda does not appear to specifically mention seaming together stitched edges of the liner 
by thermoplastical sealing. The applicant discloses that it is known in the art (shoe/boot liners) 
to seam together stitching edges by thermoplastic sealing (page 8, lines 19-21). Therefore, it 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made to form the liner in the shape of a boot by seaming together stitching edges by 
thermoplastic sealing, motivated by a desire to form boot liner with sealed edges. 

Regarding claim 34, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to vary the amounts of the constituents, such as claimed, 
because it is understood by one of ordinary skill in the art that the amounts determine properties 
such as foaming expansion (size and strength), color, and touch and because it has been held that 
discovering an optimum value of a result effective variable involves only routine skill in the art. 
10. Claims 33 and 34 are rejected under 35 U.S.C. 103(a) as being unpatentable over USPN 
5,242,634 to Matsumoto et al. (hereinafter referred to as Matsumoto) in view of USPN 3,608,006 
to Hosoda in view of USPN 4,446,254 to Nakae in view of Applicant's Disclosure. 

Regarding claims 33 and 34, Matsumoto discloses a foaming cushion layer made of 
a composition of a predetermined amount of LDPE and a predetermined amount of 
azodicarbonamide as a foaming agent (see entire document including column 5, lines 1 5-54 and 
column 5, lines 55-66). 
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Matsumoto discloses that the cushion layer may be made by blending the constituents, 
shaping, irradiating and thus heating, decomposing cross-linking and foaming agent, forming 
cells capable of rupture, exerting mechanical deformation thereby stabling intercommunication 
among the cells (column 2, lines 30-52). Compare to the method disclosed on page 8, lines 6-14 
of the current specification. Matsumoto does not specifically mention the cushion layer being 
waterproof and breathable, but considering that the cushion layer is made of identical materials 
by a substantially identical process, it appears that the cushion layer is inherently waterproof and 
breathable. 

Matsumoto does not appear to mention a fabric layer integrally adhered to one side of the 
cushion layer, but Hosoda discloses that it is known in the foamed polyethylene art to integrally 
adhere a fabric lining layer to both sides of a cushion layer so that the cushion layer possesses a 
fabric feel and appearance and because it can be used for a broad array of consumer goods 
including a shoe lining for footwear (see entire document including column 1, lines 4-16, column 
2, lines 18-27, column 3, lines 62-69, and column 4, lines 62-64). It would have been obvious to 
one having ordinary skill in the art at the time the invention was made to integrally adhere a 
fabric lining layer to both sides of the cushion layer and use the article as a shoe lining for 
footwear, as taught by Hosoda, because the cushion layer would possess fabric feel and 
appearance and would provide a shoe with cushioning. 
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Matsumoto discloses that additives including ZnO, pigment, and/or a stearic acid may be 
added to the cushion layer (column 6, line 64 through column 7, line 14), but Matsumoto does 
not appear to specifically mention the addition of ZnSt (zinc stearate). Nakae discloses that it is 
known in the crosslinked polyolefin foam art to add zinc stearate, a stearic acid, as a lubricant 
and/or expansion agent (see entire document including column 11, lines 48-62 and column 24, 
lines 60-68). It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to add zinc stearate to the cushion layer, as taught by Nakae, because the 
additive would function as a lubricant and/or an expansion agent. 

Hosoda discloses that the liner may be used for shoe materials (column 2, lines 18-27), 
but Hosoda does not appear to specifically mention seaming together stitched edges of the liner 
by thermoplastical sealing. The applicant discloses that it is known in the art (shoe/boot liners) 
to seam together stitching edges by thermoplastic sealing (page 8, lines 19-21). Therefore, it 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made to form the liner in the shape of a boot by seaming together stitching edges by 
thermoplastic sealing, motivated by a desire to form boot liner with sealed edges. 

Regarding claim 34, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to vary the amounts of the constituents, such as claimed, 
because it is understood by one of ordinary skill in the art that the amounts determine properties 
such as foaming expansion (size and strength), color, and touch and because it has been held that 
discovering an optimum value of a result effective variable involves only routine skill in the art. 
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11. Claims 33 and 34 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Japanese Application Publication 56-146732 to Ichii et al. (hereinafter referred to as Ichii) in 
view of USPN 3,608,006 to Hosoda in view of USPN 4,446,254 to Nakae in view of Applicant's 
Disclosure. 

Regarding claims 33 and 34, Ichii discloses a foaming cushion layer made of 
a composition of a predetermined amount of LDPE and a predetermined amount of foaming 
agent (see entire document including patent abstract). 

Ichii discloses a method of making a polyethylene resin open cell cellular body by 
partially decomposing a foaming (expanding) and a crosslinking agent in a foamable and 
crosslinkable composition of polyethylene resin material in a closed mold, then decomposing the 
remaining parts of the foaming and crosslinking agents under an atmospheric pressure to obtain a 
body with closed cells from the composition, and finally compressing the thus obtained body to 
cause the closed cells to be destructed (see column 1, lines 13-24 of USPN 6,517,764). Compare 
to the method disclosed on page 8, lines 6-14 of the current specification, which is noticeably 
word-for-word identical. Ichii does not appear to specifically mention the cushion layer being 
waterproof and breathable, but considering that the cushion layer is made of identical materials 
by an exactly identical process (word for word), it appears that the cushion layer is inherently 
waterproof and breathable. 
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Ichii does not appear to mention a fabric layer integrally adhered to one side of the 
cushion layer, but Hosoda discloses that it is known in the foamed polyethylene art to integrally 
adhere a fabric lining layer to both sides of a cushion layer so that the cushion layer possesses a 
fabric feel and appearance and because it can be used for a broad array of consumer goods 
including a shoe lining for footwear (see entire document including column 1, lines 4-16, column 
2, lines 18-27, column 3, lines 62-69, and column 4, lines 62-64). It would have been obvious to 
one having ordinary skill in the art at the time the invention was made to integrally adhere a 
fabric lining layer to both sides of the cushion layer and use the article as a shoe lining for 
footwear, as taught by Hosoda, because the cushion layer would possess fabric feel and 
appearance and would provide a shoe with cushioning. 

Hosoda discloses that the foaming agent may be azodicarbonamide (column 3, lines 21- 
30). It would have been obvious to one having ordinary skill in the art at the time the invention 
was made to make the foaming agent from any suitable foaming agent material, such as 
azodicarbonamide, as taught by Hosoda, because it has been held to be within the general skill of 
a worker in the art to select a known material on the basis of its suitability and desired 
characteristics. 

Hosoda discloses that additives including ZnO and a stearic acid salts may be added to 
the cushion layer to accelerate gas evolution (column 3, lines 51-61). Nakae discloses that it is 
known in the crosslinked polyolefin foam art to add a pigment processing agent when a certain 
color is desired (see entire document including column 8, lines 44-50). Nakae also discloses that 
it is known in the crosslinked polyolefin foam art to add zinc stearate, a stearic acid salt, as a 
lubricant and/or expansion agent (column 11, lines 48-62 and column 24, lines 60-68). It would 
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have been obvious to one having ordinary skill in the art at the time the invention was made to 
add a pigment, zinc oxide, and zinc stearate to the cushion layer, because the additives would 
allow the cushion to have a desired color, improve gas evolution, and because the additives 
would function as a lubricant and/or an expansion agent. 

Hosoda discloses that the liner may be used for shoe materials (column 2, lines 18-27), 
but Hosoda does not appear to specifically mention seaming together stitched edges of the liner 
by thermoplastic sealing. The applicant discloses that it is known in the art (shoe/boot liners) to 
seam together stitching edges by thermoplastic sealing (page 8, lines 19-21). Therefore, it would 
have been obvious to one having ordinary skill in the art at the time the invention was made to 
form the liner in the shape of a boot by seaming together stitching edges by thermoplastic 
sealing, motivated by a desire to form boot liner with sealed edges. 

Regarding claim 34, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to vary the amounts of the constituents, such as claimed, 
because it is understood by one of ordinary skill in the art that the amounts determine properties 
such as foaming expansion (size and strength), color, and touch and because it has been held that 
discovering an optimum value of a result effective variable involves only routine skill in the art. 
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Response to Arguments 

12. Applicant's arguments have been considered but are mostly moot in view of the new 
grounds of rejection. 

Regarding the submitted commercial success declaration, although the applicant asserts 
that the liner is responsible for the commercial success, the declaration fails to evidence that the 
commercial success alleged is directly derived from the invention claimed. Merely showing that 
there was commercial success of an article, which embodied the invention, is not sufficient. In a 
marketplace where the consumer is free to choose on the basis of objective principles, success 
may be the result of heavy promotion or advertising, shift in advertising, consumption by 
purchasers normally tied to applicant or assignee, or other business events extraneous to the 
merits of the claimed invention, etc. Commercial success may have been attributable to 
extensive advertising and position as a market leader before the introduction of the patented 
product). Success of invention could also be due to recent changes in related technology or 
consumer demand. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andrew T. Piziali whose telephone number is (571) 272-1541. 
The examiner can normally be reached on Monday-Friday (8:00-4:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel Morris can be reached on (571) 272-1478. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 10/825,728 



Page 15 



Art Unit: 1771 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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